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This is in response to Papers filed on 12/22/08. 

I. The language ". . .obtained by. . .50%" or "mixing. . . (L)" in a material 
claim (resin mixture composition), is a product-by-process. According to the 
MPEP, "even though product-by-process claims are limited by and defined 
by the process, determination of patentability is based on the product itself. 
The patentability of a product does not depend on its method of production. 
If the product in the product- by- process claim is the same as or obvious 
from a product of the prior art, the claim is unpatentable even though the 
prior product was made by a different process." (MPEP 
2113 [R-l], see In re Thorpe, 777F.2d 695, 698,227 USPQ 964,966). 
However, for a patentability of a product-by-process embodiment, it is allowed by 
law to request and require applicant to provide a convincing evidence on and for 
the record that the product being made by the claimed processing steps as broadly 
claimed are always provide an unusual or unexpected results over each of all 
possible resin compositions using all possible combinations of the teachings and/or 
suggestions in the applied reference and/or with a skilled artisan at the time the 
invention was made. An allowed claim or patent would have no value when 
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someone reasonably shows that at least one of the broadly claimed embodiments 
does not provide an unusual or unexpected result over one of the applied toner 
composition. Evidence being not considered during the prosecution must be firstly 
considered and taken to a full and complete satisfaction before allowing or 
permitting any other issue to be taken. 

II. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Iwa et al (2002/0076637). For the newly amended embodiment filed on 1 1/24/08, 
Mizoo et al (2002/0072006) is further applied. 

Iwa et al disclose, teach and/or suggest a binder resin for a toner comprising 
a vinyl resin (L) having a molecular weight of up to 50,000 and a crosslink vinyl 
resin (H) comprising a glycidyl crosslinking agent (A) for making a crosslinking 
copolymer units of styrene and acrylic having a molecular weight of up to 100, 000 
and a gel part of up to 50%. Polymer resin C is made from resins (L) and (H). The 
tested ratios of resins (L)/ (H) are 97-93/3-7. However, a wider range of a ratio of 
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resins (L)/(H) can be expected and/or possible to one having ordinary skill in the 
art at the time the invention was made. At least one additional resin D is also 
disclosed, taught and suggested to be incorporated in the toner. However, a wider 
range of the ratio of the vinyl resins can be expected and/or possible to be used one 
having ordinary skill in the art. Please see the whole disclosure of the applied 
reference, especially at least on paragraphs 0016 to 0024, 0029 to 0051, 0054, 
Examples. (*) The language ". . .obtained by. . .50%" and "mixing. . .(L)" is a 
product-by-process. According to the MPEP, "even though product-by- 
process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product 
does not depend on its method of production. If the product in the product- 
by-process claim is the same as or obvious from a product of the prior art, 
the claim is unpatentable even though the prior product was made by a 
different process." (MPEP 21 13 [R-l], see In re Thorpe, 777F.2d 695, 
698,227 USPQ 964,966). Normally, the product-by-process has its value on 
product by itself, per se, until applicants convincingly show or provide evidence on 
an for the record for the patentability of the processing steps of making the resin 
product "(C)" are always made (@(1) a distinct product for each of all possible 
applied crosslinking vinyl resins type (A) of Iwa et al on and for the record and (2) 
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the distinct product-by-process is always provided an unusual or unexpected 
results over each of all possible applied crosslinking vinyl resins type (A) of Iwa et 
al on the record and (@@) the mixing processing steps from "mixing. . .(L)" would 
always provided an unusual or unexpected results over each of all possible 
combinations of the applied resin compositions using all possible combinations of 
the teachings and/or suggestions in the applied reference and/or with a skilled 
artisan at the time the invention was made. An allowed claim or patent would have 
no value when someone reasonably shows that at least one of the broadly claimed 
embodiments does not provide an unusual or unexpected result over one of the 
applied toner composition. Evidence being not considered during the prosecution 
must be firstly considered and taken to a full and complete satisfaction before 
allowing or permitting any other issue to be taken. (**) The language "a gel 
portion... 50%", "...vinyl polymer (H)... 1,000,000... per 1 kg... vinyl 
polymer (H)... 1,000,000... per 1 kg...", "...vinyl polymer (L)... 50,000... per 1 
kg... vinyl polymer (D)... 50,000... per 1 kg...", "crosslinking agent 
(A). . .equivalent/ 100 g" or the like is a property or a measurement of a property of 
a material. For a patentability of a property of a measurement of a property of a 
material, it is allowed by law to request and require applicants to convincingly 
show or provide a distinct property or measurement of a property of the material 
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on the record since (#) an allowed or patented claim would have no value when 
someone is reasonably shown to the same of obviously about the same property of 
measurement of the applied material using all possible combinations of the 
teachings and/or suggestions in the applied Iwa et al (##) arguments alone are not a 
factual evidence. A showing should be submitted in the next response to this 
application in order for it to be considered timely. 

For the newly amended embodiment filed on 1 1/24/08, Iwa et al disclose, 
teach and/or suggest an addition of one or more binder resins for a desired 
advantage of obtaining a widely fixing- or (fusing-) range temperature of a toner 
composition in the art but do not specify a molecular and/or an amount. However, 
it is known in the art at the time the invention was made to use one or more binder 
resins with specifications of molecular weight(s) and amount(s). Evidence can be 
seen in Mizoo et al on at least paragraphs 0167, 0203, 0221, 0393, Table 1 with 
"a", "c" to "j", claim 27. 

Since the above references are all related to binder resin compositions for 
use in electrographic toner compositions, it would have been obvious to one a 
having ordinary skill in the art at the time the invention was made to cite one or 
more binder resins for a reasonable expectation of obtaining a wide range of a 
fixing or fusing temperature of a toner composition in the photographic art. 
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III. Applicant's arguments filed on 1 1/24/08 have been fully considered 
but they are not persuasive. 

The arguments filed on 1 1/24/08 has been carefully considered but has little 
values since the above rejection are applied with a new set of the references. 

IV. Applicant's arguments filed on 12/22/08 have been fully considered 
and are found to be convincing. The new amendment is considered and searched. 

V. The English language translation of Japanese Patent No. 6 1 - 1 63347 
filed on 1 1/24/08 has been considered. It has about the same teachings and/or 
suggestions as those applied in the above rejection with respect to the applied 
primary reference of Iwa et al. Accordingly, it is cumulative for now but may later 
applied. 

VI. Claims 1-6 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Fujikawa et al (2002/0098431). For the newly amended embodiment filed on 
1 1/24/08, Mizoo et al (2002/0072006) is further applied. 
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Fujikawa et al disclose, teach and suggest a binder resin for a toner 
comprising a vinyl resin (L) having a molecular weight of up to 40,000 and a 
crosslink vinyl resin (H) comprising a glycidyl crosslinking agent (A) for making a 
crosslinking copolymer units of styrene and acrylic having a molecular weight of 
up to 100,000 and having from 0.1% by weight of insoluble matter. The tested 
ratios of vinyl resins (L)/(H) are about 80/20. However, a wider range of the ratio 
of the vinyl resins can be expected and/or possible to be used one having ordinary 
skill in the art. Polymer resin C is made from resins (L) and (H). At least one 
additional resin D is also disclosed, taught and suggested to be incorporated in the 
toner. The tested ratios of vinyl resins (C)/(D) are about 90-95/10-5. However, a 
wider range of the ratio of the vinyl resins can be expected and/or possible to be 
used one having ordinary skill in the art. Please see the whole disclosure of the 
applied reference, especially at least on paragraph 0063 to 0065, 0135 to 0140, 
0156 to 0161, 0179 to 0181, Examples. (*) The language "...obtained by... 50%" 
and "mixing... (L)" is a product-by-process. According to the MPEP, "even 
though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The 
patentability of a product does not depend on its method of production. If 
the product in the product-by-process claim is the same as or obvious from 
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a product of the prior art, the claim is unpatentable even though the prior 
product was made by a different process." (MPEP 21 13 [R-l], see In re 
Thorpe, 777F.2d 695, 698,227 USPQ 964,966). Normally, the product-by- 
process has its value on product by itself, per se, until applicants convincingly 
show or provide evidence on an for the record for the patentability of the 
processing steps of making the resin product "(C)" are always made (@(1) a 
distinct product for each of all possible applied crosslinking vinyl resins type (A) 
of Iwa et al on and for the record and (2) the distinct product-by-process is always 
provided an unusual or unexpected results over each of all possible applied 
crosslinking vinyl resins type (A) of Iwa et al on the record and (@@) the mixing 
processing steps from "mixing... (L)" would always provided an unusual or 
unexpected results over each of all possible combinations of the applied resin 
compositions using all possible combinations of the teachings and/or suggestions 
in the applied reference and/or with a skilled artisan at the time the invention was 
made. An allowed claim or patent would have no value when someone reasonably 
shows that at least one of the broadly claimed embodiments does not provide an 
unusual or unexpected result over one of the applied toner composition. Evidence 
being not considered during the prosecution must be firstly considered and taken to 
a full and complete satisfaction before allowing or permitting any other issue to be 
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taken. (**) The language "a gel portion. . .50%", ". . .vinyl polymer 
(H)... 1,000,000... per 1 kg... vinyl polymer (H)... 1,000,000... per 1 kg...", 
"...vinyl polymer (L)... 50,000... per 1 kg... vinyl polymer (D)... 50,000... per 
1 kg. . .", "crosslinking agent (A). . .equivalent/ 100 g" or the like is a property or a 
measurement of a property of a material. For a patentability of a property of a 
measurement of a property of a material, it is allowed by law to request and require 
applicants to convincingly show or provide a distinct property or measurement of a 
property of the material on the record since (#) an allowed or patented claim would 
have no value when someone is reasonably shown to the same of obviously about 
the same property of measurement of the applied material using all possible 
combinations of the teachings and/or suggestions in the applied Iwa et al (##) 
arguments alone are not a factual evidence. A showing should be submitted in the 
next response to this application in order for it to be considered timely. 

For the newly amended embodiment filed on 1 1/24/08, Iwa et al disclose, 
teach and/or suggest an addition of one or more binder resins for a desired 
advantage of obtaining a widely fixing- or (fusing-) range temperature of a toner 
composition in the art but do not specify a molecular and/or an amount. However, 
it is known in the art at the time the invention was made to use one or more binder 
resins with specifications of molecular weight(s) and amount(s). Evidence can be 
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seen in Mizoo et al on at least paragraphs 0167, 0203, 0221, 0393, Table 1 with 
"a", "c" to "j", claim 27. 

Since the above references are all related to binder resin compositions for 
use in electrographic toner compositions, it would have been obvious to one a 
having ordinary skill in the art at the time the invention was made to cite one or 
more binder resins for a reasonable expectation of obtaining a wide range of a 
fixing or fusing temperature of a toner composition in the photographic art. 

VII. Applicant's arguments filed on 1 1/24/08 have been fully considered 
but they are not persuasive. 

The arguments filed on 1 1/24/08 has been carefully considered but has little 
values since the above rejection are applied with a new set of the references. 

XI. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Hoa V. Le whose telephone number is 571-272- 
1332. 

The examiner can normally be reached from 7:30 AM to 4:30 PM on 
Monday though Thursday and about the same time of most Friday. 
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If attempts to reach the examiner by telephone are unsuccessful, the 

examiner's supervisor, Cynthia Kelly can be reached on 571-272-1526. 

Applicants may file a paper by (1) fax with a central facsimile receiving number 571- 
273-8300. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/Hoa V. Le/ 

Primary Examiner, Art Unit 1 795 



01/04/08 



